OCT-05-2001 12:25 



LflCKENBflCH SIEGEL 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the New U.S. Patent Application of 

Akitoshi KOJJMA 

Serial No.: 09/856,393 

Filed: May 22, 2001 

For; Pronunciation Judgment System 



Examiner: 
Art Unit: 
Docket: P-0105 S 



Commissioner of Patents: Attn - PCT Petitions Branch - By Fsu((703 
Washington, D.C. 20231 

PETITION UNDER 37 CFR §§1.181, 1.182 AND 1.183 
WITH SUPPORTING DECLARATION 




SIR: 



RECEIVED 

05 OCT 2001 

intem^ssal®yisi®n 

For the reasons set forth below, this petition is being submitted to: 

I. Convert the filing of the above-identified application from a filing under 35 U.S.C. §371 to L 
one filed under 35 U.S.C. §111; / 

n. To identify the subject application as a continuation application, pursuant to^35_U-S .C. ^ 
§120, of International Patent Application (filed in Japan) No. PCT/JP99/05257, filed on September 
27, 1999; 

HI. Request that a credit be issued to our account no. 10-0100 in the amount of $150.00, 
which is the difference between the amount of $900.00, which has been paid as a filing fee, and 
$750.00, the amount that should have been paid ($710.00 plus $40.00 assignment recordation fee) had 
this application originally been filed under 35 U.S.C. §111. 

The facts in support of this Petition are as follows: 

(1) The application was received from an associate firm in Japan on May 21, 2001. The 
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associate firm requested that we file the application by May 25, 2001. 

(2) The Japanese associate in question had sent a number of patent applications to our firm for 
filing. In each case, we were given priority materials either in the form of copies of or reference to a 
Japanese national application, or in the form of copies of documents previously filed in a PCT 
application based on a Japanese national application. 

(3) In the first case (Japanese national filing), we were asked to file a U.S. national application 
deriving priority from the Japanese application. In the second case, we were asked to file a National 
Phase application in the U.S, based on the PCT patent application. 

(4) When we received the filing materials for the above-captioned U.S. filing, we were given 
copies of documents previously filed in the PCT, as well a translation of a filing in Japanese into the 
English language. This English translation we considered, in our U.S. filing materials, to be "A English- 
language translation of the International Application," and checked the appropri ate box. 

(5) In the "cover" or "order" letter received from our Japanese associate, a copy of which is 
attached, the enclosures were identified. Included were "specification and claims " "formal drawings," 
"informal drawings " "Declaration & power of attorney,*' "Inventors' Assignment/consent " and a 
"Copy, of int'l search report/cited art" as well as a "First page of In tern' 1 Publication." 

(6) On the basis of the prior filings for this Japanese associate, and on the basis of instructions 
that the application be filed "on the basis of the above-identified PCT application" ("SPECIFIC 
REMARKS/' no, (1)), it was assumed that the application was to be filed pursuant to 35 U.S.C. 371, 
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as a National Phase of the PCT application. The person in charge of filing these materials in the U.S. 
read "continuation application" in the same "REMARK no. (1)" to be just the foreign associate's 
approximate way of indicating "National Phase application," which would "continue" the prosecution of 
the PCT application as the next, or national, stage in the U.S. of the original PCT application. 

(7) We filed this application in the U.S. Patent Office on May 22, 2001 , under 35 U.S.C. 371, 
as a National Phase of the original PCT filing, PCT/JP99/05257, and duly reported it to our client, with 
copies of the documents filed. 

(8) By fax letter of June 13, 2001, our Japanese associate questioned our entry on the PCT 
transmittal letter (FormPTO-1390) stating that an English translation of the international application had 
been filed. Our associate indicated that the English language document was not, in fact, an English 
translation of the PCT application, but a specification for a continuation application based on the PCT 
application. Attached is a copy of our associate's June 13, 2001 fax letter. 

(9) This was the first time that applicant's U.S. attorney became aware of the inadvertent error 
that had been made and that applicant had requested that the application be filed as a true continuation 
application under 35 U.S.C. §§120, 363, and that the specification and claims were not translations of 
the International PCT application. 

(10) Applicant's U.S. attorneys thereupon sought to convert the application to a Rule 53(b) 
continuation application and conducted several conferences with the PCT Legal Office. It was 
indicated that a Petition could be filed to effect such conversion. 
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(11) In these circumstances, and in view of applicant's continuing desire to file this national 
application as a continuation application, it is respectfully requested that this Petition be considered 



under Rules 181, 182 and 183. 



(12) Please charge the Petition fee set forth in 37 CFR § 1.174(h) of $130.00 to our account 
no. 10-0100. 

A Declaration by Adrienne Shirley is attached hereto in support of the facts stated herein. 



Dated: June 29, 2001 



Respectfully submitted, 



LACKENBACH SIEGEL 
Attome 



Lackenbach Siegel Marzullo 
One Chase Road 
Scarsdale, NY 10583 
Telephone: 914 723 4300 

MG/as MYRON CfREENSPAN 

Reg. nU 25,680 

Certificate of Deposit by Facsimile 
I hereby certify that this correspondence is being filed by sending same by facsimile to ihe 
Petitions Branch, U.S. Patent Office. Washington, D.C. 20231, at facsimile number 703 308 
6459, on the following date: 





Mvrqn Greensoai 




Date 



Applicant hereby petitions that any and all extensions of time of the term necessary to render 
this response timely be granted. Costs FOR such extension(s) and/or any other fee due with 

THIS FEE DUE WITH THIS PAPER THAT ARE NOT FULLY COVERED BY AN ENCLOSED CHECK MAY BE 
CHARGED TO DEPOSIT ACCOUNT #10-0100. 
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SUZUYE & SUZUYE Kasumigaselri UBE Bldg., 3-7-2 Kasumigaseki, Chiyoda-ku, Tokyo 100-0013, Japan 

Facsimile + 813-3501-5663/ + 813-3501-5672 : Telephones: +813-3502-3181/ + 813-3502-3186fDir e ct) 

Dated May 18, 2001 Our Ref. 2SK-99S0755P1 
Lackenbach Siegel Marzullo Axonson & Greenspan, P.C. 

Lackenbach Siegel Building, One Chase Road, Scarsdale, N.Y. 10583, U. S. A. TeL 914-723-4300 
Gentlemen: 

Please file an application in accordance with the following particulars As soon as you receive this case, please acknowledge 
receipt, most desirab ly bv faxing the attached sheet (Fax +813-3501-5663 or -3501-5672) with a suitable acknowledgment 
thereon, along with your dpeket number. Please acknowledge by fax on THE DAY OF RECEIPT of these instructions. 

CONTINUATION APPLICATION IN THE UNITED STATES 

based on INTERNATIONAL APPLICATION (filed in Japan) No. PCT/JP99/05257, filed September 27, 1999 

TITLE: PRONUNCIATION JUDGEMENT SYSTEM 

ASSIGNEE: 

KOJIMA CO., LTD., a Japanese corporation, located at 1-8, Hoshigaoka 2-chome, Utsunomiya-shi, Tochigi 320-8528 Japan 

INVENTOR: (Nationality/citizenship is given in the parentheses) 

Mailing and Residence Address(es) 
Akitoshi Kojima, of c/o KOJIMA CO., LTD., 1-8, Hoshigaoka 2-chome, Utsunomiya-shi, Tochigi 320*8528 Japan (Japan) 

A LIST OF BASIC APPLICATIONS: (Please claim priority from the applications marked 'Yes' below.) 
Country Category Application No. Filing date Priority Claim 

(NONE) 



A LIST OF DOCUMENTS ( [X] - Enclosed [ ]- To follow [//)- Irrelevant item to be disregarded) 

« Specification & claims pft Formal drawings Informal drawings 

Declaration & power of attorney Inventors* Assignment/consent jfgf Priority document(s) 

tiJjj^jaBito^il^^ Copy of int'l search report/cited art(see(8)below) 

rirst page ot ^ InteraTFuBESaBoff*^ *^ 

SPECIFIC REMARKS: 

(1) Please file a Rule 53(b) continuation application on the basis of the above-identified PCT application 
definitely on or before May 25. 2001 fFridavlf20 months from the priority date), and in any event 

[if Saturday is your official holiday], the first working day of May 27, 2001. 
The parent(PCT) application SHOULD be abandoned. 

(2) Inventorship remains unchanged* 

(3) This PCT application was filed and^jiillTji published in the Japanese language, 

(4) No amendments have been made under PCT Article 19 and Article 34. 

(5) The International Search Report has already been issued by the JPO. 

(6^ lHllH l O i ll fi I HI HllTi 1 Til l pilMinn^n, -y, h Tl ■ L ,U A —ill ~* U ? » V p^-f 

nf tm nnplinnhnn filnrl in imnrtin. nui-t^ „ A~ ^ wftj i fatUfn ] fr^^^^] ^^^^ 

(7) The name of the city and country where each inventor resides is marked in purple above. 

(8) If a copy of the int*l search report/cited art or prior art reference(s) is enclosed, please prepare and file an IDS. 

(9) When the declaration is not enclosed, please indicate in the petition the residence of each inventor, and No. and 

riling date of each basic application, so that they appear in the official filing receipt. 

(10) When the error-carrying official filing receipt is received, please do NOT automatically apply for corrections, 
bat merely put this to our attention. 

(11) If you need to reach us outside normal working hours, you may call (Mr) Hideo Nakamon at home at 81-47-372-6154. 
(A telefax may also be sent to him by dialing the same number without a warning phone call.) 

(12) Upcoming Holidays (Suzuye dosed): none within about two-week time 
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fAX +81-3-3SQJ-5663 (FOREIGN PATENTS) 

+3l'3*3S9l-$*48 (JAPANESE PATENTS) 

*S1 'S'3S07-om (TRADEMARKS £ DESIGS5) 

+*V*2B91**x*m tACCOUfJTiMC & PKGS) -■— - 

+#I:'rXSux*JSVi (SGCfZRI'AfltGS) 



SENT BY FAX 
Total No, of ?ogos- I 
Fax to i 914-723-4302 
Fax from? +81-3-3501-5663 
Confirmation cyMaW YES 



Your ref. 
Our ref. 



P-0105 S 
2SK-99S0755P1 



Ms* Adrienne Shirley 
Lackenbach Siegel Maraulio 
Aronson & Greenspan, P.O. 
Lackenbach Siegel Building, 
One Chase Road, 
Scarsdalo, NY. 10583, 
U. S. A. 



Utif* • tk*+> 

JuSieuiSlsLfSt wrt 

TiiSJIIRV hASuttWtO 
IVXrl/tiutV rVhVHAfiA 

nvmm .wnutf- 

KWtfilXOMWrK' 



June 13,2001 



tYUT*\WO KOOCE 

itmEo vavtfyn 
nntonouti *ajto 

mosMsvju 

- " HOWTW at L«r> 



U.S. Patent Application No, 09/856,393 
AkitoshiKOJIMAJKOJIMA CO. LTD.) 

Dear Ms, Shirley: 

We have noticed that the Petition filed in this case is titled "PCT Patent 
Application (national phase)" and a box for n An English translations of the 
International Application" is checked. 

What we dent to you with our filing instruction is NOT an English 
translation of the PCT application, but a specification for a continuation 
application based on the PCT application. 

Please urgently check your record and file and see thai everything is in 

order. 

Your reply by return facsimile i£ requested. 

Very truly yours, 



SUZUYE & SUZUYE 




HN/yo 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the New U.S. Patent Application of 

Akitoshi KOJIMA Examiner: 

Serial No.: 09/856393 Art Unit: 

Filed: May 22, 2001 Docket: P-0105 S 

For: Pronunciation Judgment System 

HAND DELIVERED TO: 

Commissioner of Patents: Attn - Petitions Branch 
Washington, D.C. 20231 



DECLARATION OF ADRIENNE SHIRLEY 
IN SUPPORT OF PETITION CONVERT STATUS OF PATENT APP1 JCATION 



SIR: 



1. Adrienne Shirley, do declare: 

1. 1 am employed by the law firm of Lackenbach Siegel as a Paralegal / Assistant, and have 
been so employed for eight years. 

2. I have been accustomed to process new applications for filing in the U.S. Patent Office since 
I began work here in January 1993. 

3. On or around May 21, 2001, 1 received a package from one of our associate firms in 
Japan. The associate firm requested that we file the application by May 25, 200 1. 
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3. This Japanese associate had sent many applications to our firm for filing. We were given 



form of copies of documents previously filed in a PCT application based on a Japanese national 
application. 

4. With Japanese national filing priority cases, we were asked to file a U.S. national application 
deriving priority from the Japanese application. In the second case, we were asked to file a National 
Phase application in the U.S. based on the PCT patent application. 

5. When I received the filing materials for the above-captioned U.S. filing, I noted that the 
packet contained copies of documents previously filed in the PCT, as well a translation of a filing in 
Japanese into the English language. I considered this English translation to be "A English-language 
translation of the International Application/' and checked the appropriate box on Form 1390 (PCT 
Chapter II filing). 

6. The cover letter received from our Japanese associate identified the enclosures as 
specification and claims " "formal drawings/' "informal drawings/' "Declaration & power of attorney/' 
"Inventors' Assignment/consent," and a "Copy of int'l search report/cited art" tus well as a "First page 
of Intern! Publication/' 

7. On the basis of the prior filings I had processed for our Japanese associates, and on the 
basis of this associate's instructions that the application be filed "on the basis of the above-identified 
PCT application/' I assumed that the application was to be filed pursuant to 35 U.S.C. 371, as a 



priority materials either in the form of copies of or reference to a Japanese national application, or in the 
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National Phase of the PCT application, and processed it accordingly. I read the associate's 



phrase "continuation application" to mean just an approximate way of indicating a "PCT National 



Phase application " which would "continue" the prosecution of the PCT application as the next, or 
national, stage in the U.S. 

8. Our firm filed this application in the U.S. Patent Office on May 22, 2001, under 35 U.S.C 
371, as a National Phase of the original PCT filing, PCT/JP99/05257, and it wax duly reported to our 
client, with copies of the documents filed, 

9. On June 13, 2001, our Japanese associate faxed us a letter questioning our statement on the 
PCT transmittal letter (Form PTO-1390) that an English translation of the international application was 
attached to our filing. The associate indicated that this English-language document was not a translation 
of the PCT application, but rather an English-language specification for a continuation application based 
on the PCT application. 

10. This was the first time that I or, to my information and believe, that anyone in this firm 
became aware that an inadvertent error had been made, and that the applicant had requested that the 
application be filed as a true continuation application under 35 U.S.C §§120, 363, and that the 
specification and claims were not translations of the International PCT application. 

1 1 . My supervising attorney in this matter then attempted to convert the application to a Rule 
53(b) continuation application and conducted several conferences with the PCT Legal Office. It was 
indicated that a Petition could be filed to effect such conversion. 



-3- 
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12. In view of applicant's continuing desire to file this national application as a continuation 
application, we have submitted this Petition for consideration under Rules 181, 182 and 183. 

I, Adrienne Shirley, hereby state that all statement made herein of my own knowledge are true 
and that all statement made on information and believe are believed to be true. 
Dated: June 29, 2001 A 4 in 64sLhls SfoisTj 
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IN TUB UNITED STATES PATENT AND TR ADEMARK OFFICE 
In ib the New ILS. Patent Application of 
Aldtoshi KOJIMA Examiner: 
Serial No.: 09/856,393 Axt Unit: 

Filed: May 22, 2001 Docket: P-0105 S 

For Pronunciation Judgment System 

Commissioner of Patents: Attn - PCT Petitions Bnmeh - By Fax (703 308 6459 - 10 page*) 
Washington, D,C 20231 

PEimON UNDER 37 CFR §§1.181, 1.182 AND 1.183 
WITH SUPPORTING DECLARATION 

SIR: 

For the reasons see forth below, this petition is being submitted to: 

I. Convert the filing of the above-identified application from a filing under 35 U.S.C §371 to 
one filed under 35 U.S.C 5111; 

H To identify the subject application as a continuation application, pursuant to 3S U.S-C 
§120, of International Patent Application (filed in Japan) No, PCT/JP99/05257, filed on September 
27, 1999; 

Jtt Request that a credit be issued to our account no. 10-0100 in the amount of S150,00» 
which is the difference between the amount of $900.00, which has been paid as a filing fee, and 
$750.00, the amount that should have been paid ($710.00 plus $40.00 assignment recordation fee) had 
this application originally been filed under 35 U.S.C §111. 

The facts in support of this Petition are as follows: 

(1) The application was received from an associate firm in Japan on May 21. 200 L The 
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